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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR L 1 14, including the fee set forth in 37 CFR 
1.17(e), was filed in this application after final rejection. Since this application is eligible for continued 
examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) has been timely paid, the 
finality of the previous Office action has been withdrawn pursuant to 37 CFR 1.114. Applicant's 
submission filed on June 27, 2006 has been entered. 

2. This Office Action is also in response to applicant's amendment filed on June 8, 2006, which has 
been entered into file. 

3. By this amendment, the applicant has amended claims 4, 12 and 14 and has canceled claim 16. 

4. Claims 4-7 and 12-15 remain pending in this application. 

Response to Amendment 

5. The amendment filed June 8, 2006 is objected to under 35 U.S.C. 132(a) because it introduces 
new matter into the disclosure. 35 U.S.C. 132(a) states that no amendment shall introduce new matter 
into the disclosure of the invention. The added material which is not supported by the original disclosure 
is as follows: 

claims 4, 12 and 14 have been amended to include the phrase "width of the incoming-side 
diffraction grating is configured such that only a center portion of the external light having stronger 
intensity than the peripheral portion of the external beam is passed through the first incoming side 
diffraction grating". The specification fails to give the positive support for the width of the incoming- 
side diffraction is configured to allow the external beam passing the incoming-side diffraction grating in 
the manner cited in the claims. Pages 36 to 37, of the specification completely silent about configure the 
width of the diffraction grating. 
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Applicant is required to cancel the new matter in the reply to this Office Action. 

Claim Rejections - 35 USC § 112 

6. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such flill, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

7. Claims 4-7 and 12-15 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which was not described in 
the specification in such a way as to reasonably convey to one skilled in the relevant art that the 
inventor(s), at the time the application was filed, had possession of the claimed invention. 

The reasons for rejection based on the newly added matters are set forth in the paragraphs above. 

Claims 4-7 and 12-15 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the enablement requirement. The claim(s) contains subject matter which was not described in the 
specification in such a way as to enable one skilled in the art to which it pertains, or with which it is most 
nearly connected, to make and/or use the invention. 

Claims 4, 12 and 14 have been amended to include the feature of "a width of the incoming-side 
diffraction grating is configured such that only a center portion of the external light having a stronger 
intensity than a peripheral portion of the external light passes through the incoming side diffraction 
grating". The specification and the claims fail to teach how could by configuring the width of the 
incoming-side diffraction grating, only center portion of an external beam, having all different beam 
waist, can pass through the diffraction grating. The condition of allowing only center portion of the 
external beam to pass the diffraction grating really depends on the beam waist of the incident beam not 
just on the width of the diffraction grating. 
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Claim Objections 

8. Claims 4-7 and 12-14 are objected to because of the following informalities: 

(1) . The phrase "stronger intensity" recited in the amended claims 4, 12 and 14 is confusing and 
indefinite since it is not clear what is considered to be "stronger" intensity? How could the intensity has 
strength? What does it mean by stronger intensity as opposed to "weaker intensity"? 

(2) . The phase *the first incoming side diffraction grating" recited in claims 4 and 12 is 
confusing and indefinite for it lacks proper antecedent basis from earlier part of the claims. 

(3) . The amended phrase "saw-tooth shape" recited in claim 7 is confusing since it is not clear if 
this is referred to the saw-tooth or the pseudo sawtooth diffraction grating as recited in its based claim 6. 
What is a saw-tooth shape that is comprised within a pseudo saw-tooth diffraction grating? 

Appropriate correction is required. 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

10. Claims 4-6, 12 and 14-15 rejected under 35 U.S.C. 103(a) as being unpatentable over the 
patent issued to Nalcanishi et al (PN. 6,728,034) in view of the patent issued to Morton et al (PN. 
5,999,318). 

Nakanishi et al teaches a diffractive optical element that is comprised of a transparent substrate 
(1, Figures 6, 7 A, 7B, 10 and 22), wherein a first diffi'action grating pattern (4), serves as the incoming- 
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side diffraction grating, is formed on the central region of the incoming-side surface of the transparent 
substrate wherein an external light incidents (LO), and at least one second diffraction gratings (5 and 6, or 
9 and 10), serves as the first outgoing-side diffraction and second outgoing-side diffi-action gratings 
formed on the opposite (or outgoing-side) surface, (with respect to the first diffraction grating pattern), of 
the substrate. Nakanishi et al teaches that the pitch of the incoming side diffraction grating pattern is the 
same as the pitch of the outgoing-side diffraction grating pattern, (please see column 3, lines 38-40 and 
column 10, lines 40-52). Nakanishi et al further teaches that each of the first and second diffraction 
grating patterns comprises a plurality of slits and as demonstrated by the drawings 1-17 and 19 A, the slit 
pattern comprises concave/convex shape, (please see columns 3-4, 6, 8, and 10). Nakanishi et al teaches 
that the first and second outgoing-side diffraction gratings (5 and 6) is configured to receive the light 
diffracted fi-om the incoming-side diffraction grating (4), which means the second outgoing-side 
diffraction grating positioned on a light path of a light diffracted by the incoming-side diffraction grating. 
Nakanishi et al teaches that the outgoing side diffraction grating can be designed to be reflective grating, 
as demonstrated in Figures 6, 7A, and 7B). 

With regard to the feature concerning a reflective layer covers the second outgoing-side 
diffraction grating as recited in claims 4, 12 and 14, Nakanishi et al teaches that the outgoing-side 
diffraction gratings (5 or 6) can be reflective diffraction grating but it does not teach explicit to include a 
reflective layer for covering the diffraction grating. But it is standard practice in the art to make a 
reflective grating by using a reflective layer covering a transmission diffraction grating, as explicitly 
taught by Morton et al, (please see Figures 4 and 9). It would then have been obvious to make the 
reflective diffraction grating by using a reflective layer to cover the transmission diffraction grating for 
the benefit of actually making the reflective diffraction grating. 

Claims 4, 12 and 14 have been amended to include the feature of "a width of the incoming-side 
diffraction grating is configured such that only a center portion of the external light having a stronger 
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intensity than a peripheral portion of the external light passes through the incoming side diffraction 
grating". This feature is rejected under 35 USC 1 12 first paragraph as new matters not supported by the 
specification. One skilled in the art, would understand that a diflfiraction grating having a definite width 
will allow different portion of an external beam to pass through the diffraction grating, depending on the 
beam waist of the incident external beam. By adjusting the width of the diffraction grating does not 
guarantee that the external beam has only center portion passes through the diffraction grating for the 
external beam could have different beam waist. The feature therefore really cannot be examined since 
such condition really depends on the beam waist of the incident external beam and it really a matters of 
intended use of the diffractive optical element. One skilled in the art can certainly make the beam waist 
of the external beam has the relative size as compared to the width of the diffraction grating such that 
only center portion passes through it for the benefit allowing good coupling of the external light through 
the diffraction grating and the substrate and for the benefit of adjusting the amount of the light intensity 
passes through the device as desired. 

With regard to claim 5, Nakanishi et al teaches that the outgoing side diffraction gratings (5 and 
6, Figures 6-7B) may also be reflection type diffraction gratings. 

With regard to claim 6, Nakanishi et al teaches that the outgoing side diffraction gratings (9 and 
10, Figure 10) have a saw-tooth like diffraction grating profile. 

With regard to claim 12, Nakanishi et al teaches that the diffractive optical element can be used 
in an optical pickup device, which could be considered as a wavelength measurement spparatus. 

With regard to claim 15, Nakanishi et al does not teach explicitly that the first outgoing-side 
diffraction grating is placed at the center of the substrate. However one skilled in the art would 
understand that the position of the outgoing-side diffraction grating determines the light path that the light 
received from the incoming-side diffraction grating would travel after being diffracted by the outgoing- 
side diffraction grating. Such modification therefore is considered to be obvious matters of design choice 
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to one skilled in the art for the benefit of making the light diffracted by the outgoing-side diffraction 
grating follows a specific path that suits for the specific needs. 

11. Claims 7 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable over the patents 
issued to Nakanishi et al and Morton et al as applied to claims 1 and 12 above, and further in view 
of the patent issued to Chen et al (PN. 5,914,811)- 

The diffractive optical element taught by Nakanishi et al in combination with the teachings of 
Morton et al as described for claims 1 and 12 above have met all the limitations of the claims. The 
Nakanishi et al reference teaches that the outgoing side diffraction gratings may have saw-tooth like 
shape (9 and 10 in Figure 10), however it does not teach explicitly that the diffraction gratings are of 
pseudo saw-tooth like shape that is approximated by multiple stepped stairs. It also does not teach 
explicitly that the incoming diffraction grating is of saw-tooth shape. However using multiple stepped 
stairs structure to approximate the desired diffraction grating profile is rather well known in the art for it 
provides good accuracy for approximating the desired profile. Chen et al in the same filed of endeavor 
teaches explicitly that a blazed grating (i.e. saw-tooth like grating) can be approximated by blazed 
grooves with M-step stairs, (please see Figures 1 and 2). Chen et al teaches that the step heights are 
selected to best approximate the diffraction profile. It would then have been obvious to one skilled in the 
art to apply the teachings of Chen et al to use M-step stairs structure to approximate the saw-tooth like 
gratings and to make the incoming-side grating with such structure for the benefit of providing more 
accurate grating profiles for the diffraction gratings. 
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Response to Arguments 



12. Applicant's arguments filed on June 8, 2006 have been fully considered but they are not 
persuasive. The newly amended claims and the newly added claims have been fully considered and 
rejected for the reasons stated above. 

13. Applicant's arguments are mainly drawn to the newly amended features of the claims that have 
been fiiUy addressed in the paragraphs above. The issues concerning the portion of the external beam that 
passes through the incoming diffraction grating really depends on the selection of the external beam to 
have certain beam waist relative with respect to the width of the diffraction grating. A definite width of 
the diffraction grating will NOT be able to allow external beam having all kind of beam waist to always 
having central portion passes the diffraction grating. This issue really is a manner of intended use and the 
specification really does not give support for "configuring the width of the incoming-side grating" to 
achieve the claimed feature. This feature therefore cannot be relied upon to overcome the rejections. 

Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Audrey Y. Chang whose telephone number is 571-272-2309. The examiner can normally 
be reached on Monday-Friday (8:00-4:30), alternative Mondays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Drew 
Dunn can be reached on 571-272-23 12. The fax phone number for the organization where this 
application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained 
from either Private PAIR or Public PAIR. Status information for unpublished applications is available 
through Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO Customer 
Service Representative or access to the automated information system, call 800-786-9199 (IN USA OR 
CANADA) or 571-272-1000. / 

AiMrey K Chang, Ph.D. 
Primary Examner 
Art Unit 2872^U_ 
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